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DETAILED ACTION 

1 . The amendment filed on 07/02/2009 has been entered. Claims 1-8 and 10-17 are 
pending in the application. 



2. In view of the amendment to the claims, the prior indication of allowable subject 
matter is withdrawn, and the following rejection is made. Note that this rejection is 
same which was made in Final Rejection of 10/30/08, and was considered proper 
before the amendment which was considered to be new matter. The new matter is 
now removed, hence the previous rejection is applied again. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 1- 8 and 10-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Young et al (US 4,212,897). 

Regarding claims 1 and 13, Young et al teaches a composition that includes (a) an 
organopolysiloxane containing hydroxyl groups, and (b) a hydrolyzable organic titanium 
compound or a partial hydrolyzate thereof (col.1 , lines 62-68). Young et al further 
teaches that the organopolysiloxanes suitable for use in the invention contain the 
structural unit of col.2, lines 5-10, wherein the number of X radicals ranges from one 
radical per polysiloxane molecule up to 30 weight percent of the total 
organopolysiloxane molecular weight (col.2, lines 30-36). Young et al further teaches 
examples of the organopolysiloxanes (a) of the invention to include a predominantly 
monoorganopolysiloxane (col.2, lines 37-45), and further teaches that in order to be 
useful in the invention, the organopolysiloxane of the invention must be readily soluble 
or dispersible in organic solvents (col.2, lines 46-62). Young et al further teaches the 
composition of the invention including diluents (col.6, lines 14-26), and further 
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exemplifies the composition of the invention, prepared by combining 10g siloxane 
copolymer having (ChhbSiO and Si0 2 groups (3 wt% OH), 10g dimethylpolysiloxane 
fluid, and 10 g tetraisopropyl titanate (see Example XIII, col. 16, lines 45-col.17, line 27). 
Young et al does not teach a composition or a method comprising (A) of the instant 
claim. Motivated by the desire to generate an organopolysiloxane with optimal solubility 
in organic solvent, it would have been obvious to one of ordinary skill in the art to have 
used various forms of the exemplified siloxane copolymer of Young et al, including 
those that are predominantly monoorganopolysiloxane. The examiner notes a 
considerable overlap in the range of copolymers encompassed by the predominantly 
monoorganopolysiloxane copolymer having (ChhbSiO and Si0 2 groups of Young et al, 
and the range of copolymers encompassed by component (A) of the instant claim. 

Regarding claims 2-3, though Young et al does not explicitly teach the R on the 
monoorganopolysiloxane being methyl, since the taught R on the (ChhbSiO group of 
the siloxane copolymer of Young et al is methyl, motivated by compatibility reasons, it 
would have been obvious to one of ordinary skill in the art to have used methyl as the 
organic group of the predominantly monoorganopolysiloxane copolymer. 

Regarding claims 4-5, the dimethylpolysiloxane of Young et al meets the limitations of 
the instant claim. 
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Regarding claims 6-8, the 10g of tetraisopropyl titanate of Young et al meets the 
limitations of the instant claim. 

Regarding claims 10-11,16 and 17,Young etal further teaches the composition of the 
invention containing 30g perchloroethylene (co1.16, line 53). 

Regarding claim 12,Young et al further teaches the composition of the invention 
containing 30g perchloroethylene (col .16, line 53). Young et al does not teach the 
composition further comprising (D) of the instant claim. Motivated by the desire to 
generate a composition with optimal properties-which includes viscosity-it would have 
been obvious to one of ordinary skill in the art to have formed various versions of the 
composition of Young et al, including those that contain 40 to 200 parts by weight of 
perchloroethylene per 100 parts by weight of component (a). 

Regarding claims 14-15, Young et al further teaches applying the composition of the 
invention to a large number of substrates, including wood (col .6, lines 27-28 and col .6, 
line 42). 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLATUNDE S. OJURONGBE whose telephone number 
is (571)270-3876. The examiner can normally be reached on Monday-Thursday, 
7.15am-4.45pm, EST time, Alt Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571)272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

O.S.O. 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



